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RONALD H SM TH, SOFOCLEQOUS and HANLON, Adninistrative Patent
Judges.

SOFOCLEQUS, Admi ni strative Patent Judge.
FI NAL DECI SI ON

The subject matter of this interference relates to
crystalline copolyners of propylene and 1-butene and a process
for preparing the copolynmers. The counts of this interference
are as follows:

Count 1

Crystalline copolyners of propylene and 1-butene with an
essentially syndiotactic structure, containing from1l.3 to
10 nole % of 1-butene units, having a nelting point from 110E
to 140EC., a fraction soluble in xylene at 25EC. |ess than 10%
by weight, and a conposition simlar to the mxture of the
nononers present in the gas phase during preparation of said
pol ymer, wherein the difference between the anount of
conononer present in the gas phase and the amount of cononomer
in said conposition is between 13%to 23%less in the
conposition of said copol yner;

or

a syndi otactic propyl ene copol yner conprising 76 to 99 nole %
of propylene and 1 to 24 nole percent of butene wherein in the

BC-NWR spectrum of said syndiotactic propyl ene copol ynmer, said
copolymer exhibits a ratio of the intensity of a peak at about
20.2 ppmto the sumof the intensities of the total peaks
attributable to nethyl groups in propylene units at about 19-
22 of 0.5 or nore.

Count 2

A process for the preparation of the copolynmers of count 1
conprising the polynerization of gaseous m xtures of propyl ene
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and 1-butene with catal ysts obtained fromi sopropyl
(cycl opent adi enyl -

1-fluorenyl) hafninumor zirconiumdichloride and pol ynet hyl -
al um noxane cyclic or linear conpounds of the fornula

(A0,

CH,
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where n is a nunber from2 to 25 and
CH,( ALO) ,AL( CHy) ,.
CH,

where n is a nunber from1 to 25, operating under conditions
where the 1-butene nolar content present in the gas m xture
bei ng continuously fed is from1l1l.5 to 10% and the

pol ynmeri zation is conducted in the liquid phase, at a
tenperature of from-30E to 70EC,

or

t he pol ynerization of propylene and butene with catal ysts

obtai ned fromisopropyl (cyclopentadienyl-1-fluorenyl) hafnium
di chl oride or isopropyl (cyclopentadienyl-1-fluorenyl)

zi rconium di chl ori de and pol ynet hyl al um noxane cyclic or

I i near conmpounds of the formula

. CH,
CHs)(kAl)O) nAL
CH, ‘ CH,
)
s
o

where n is at |least 5, operating under conditions where the
ratio of butene to the total constitutional nonomer units of
the copolyner is from1l to 24 nole % and the polynerization
is conducted in the liquid phase, at a tenperature of from -
100EC t o 100EC.
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The party Galinberti et al."s claim1l and the party
Asanuma et al.'s clainms 9 and 11 correspond to count 1. The
party Galinberti et al.'s claim2 and the party Asanuna et
al.'s clains 16 correspond to count 2.

The junior party Galinberti et al. relies under 35 U. S. C
8 119 upon the priority date of its application filed in
Italy. Since that date is subsequent to the effective filing
date of the senior party Asanuma et al., judgnent pursuant to
37 CFR 8 1.640(d)(3) would normally be issued agai nst the
party Galinberti et al. The party Galinberti et al. filed a
notion on the ground that an interference-in-fact does not
exi st and consideration of the notion was deferred to final
hearing. Both parties took testinony,?® filed briefs, and
appeared, through counsel, at final hearing. |In addition, the
parties filed three notions to suppress evidence and
testi nony.

Subsequent to the final hearing, the party Galinberti et

al. filed a subm ssion (Paper No. 91), which is objected to by

® The Galinberti et al. record and exhibits will be
referred to, respectively, as GR followed by its page nunber
and GX followed by its nunber. The Asanuma et al. record and
exhibits will be referred to, respectively, as AR foll owed by
its page nunber and AX foll owed by its nunber.
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the party Asanuma et al. 37 CFR 8 1.654(d) provides that
after final hearing no further paper shall be filed except
under 37 CFR 8§ 1.658(b) or as authorized by the Adm nistrative
Pat ent Judge (APJ) or the Board. Since the party Glinberti
et al.'s subm ssion does not fall within one of the exceptions
enunerated by the rule, the subm ssion is not entitled to any
consi derati on.
| SSUES

The foll ow ng i ssues are before us:
1. \Wether an interference-in-fact does not exist, as urged
by the party Galinberti et al
2. Wether the Galinberti et al. specification does not
contain a witten description within the neaning of 35 U S. C
8§ 112, first paragraph, for its clains 1 and 2, as urged by
the party Ckanoto et al
3. \Whether the Galinberti et al. notion (Paper No. 72) to
suppress shoul d be granted.
4. \VWether the Asanuma et al. notion (1) to suppress should
be grant ed.
5. Wiether the Asanuma et al. notion (2) to suppress should

be grant ed.
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Bef ore considering issues (1) and (2), we nust first
consider the notions to suppress since they affect the
evi dence to be considered by us.

The Galinberti et al. notion to suppress seeks to
suppress each of the Asanuma six decl arations, including the
translator's declaration, and the testinmony of Dr. Asanuna on
t he grounds of hearsay and | ack of foundation. The notion
contends that Dr. Asanuma's testinony concerning the repeats
of Asanuma Exanple 3 shows a | ack of personal know edge
concerni ng the experinental work, because the experinental
wor k was done out by Messrs. Ishii and Sunaga, who were not
called to testify. The notion* is denied for the reasons set
forth in Asanuma et al.'s opposition (Paper No. 74).

W agree with the party Asanuma et al. that Dr. Asanuma's
testinmony is that of an expert wi tness and is adm ssi bl e under
Fed. R Evid. 702. Mreover, the underlying facts presented
by Dr. Asanuma are admissible in this interference under the

rule of reason, since Dr. Asanuma is the supervisor of Messrs.

4 The objection raised here would al so be applicable to
the testinony of Dr. Galinberti who testified about anal yses
performed by other persons who were not called to testify.
See pages 6 and 7 of the opposition.
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I shii and Sunaga. See Hol mwod v. Sugavanam 948 F.2d 1236,
1238- 39,
20 USPQ2d 1712, 1714 (Fed. Cr. 1991). In Hol mwod, the court
stated that it cannot ignore the realities of technica
operations in nodern day research | aboratories, finding that
the testinmony of a junior technician perform ng perfunctory
t asks under the supervision of a senior scientist is not
generally necessary to verify the reliability of evidence
about scientific nmethods or data, where there is an absence of
evidence to call into question the trustworthiness of the
senior scientist's testinony. Here, we have no evidence to
guestion the trustworthiness of the testinony of Dr. Asanuna
t he senior scientist supervisor of Messrs. Ishii and Sunaga.
The Asanuma notions to suppress are denied. The notions
urge that certain evidence (testinony and exhibits) relied
upon by the party Galinberti et al. are not relevant to the
i ssues to be considered at final hearing. The notions do not
poi nt out where that evidence is relied upon by the party
Galinberti et al.'s opening brief. In any event, we are of
the view that the evidence, in toto, should not be suppressed,

but rather should remain in the case and be subject to
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eval uation as to what weight the evidence, if it is relied
upon by us, should be accorded.

| NTERFERENCE- | N- FACT

We hold that an interference-in-fact exists.

The interference having been declared under 35 U. S. C.
8§ 135(a), it is presuned that an interference-in-fact exists
and that each party's clains designated as corresponding to a
count define the sane patentable invention as the count. An
"interference-in-fact"” exists when at |east one claimof a
party that is designated to correspond to a count and at | east
one claimof an opponent that is designated to correspond to
the count define the same patentable invention. 37 CFR
8§ 1.601(j).

The party filing a prelimnary notion urging that an
interference-in-fact does not exist has the burden of proof on

the notion. Kubota v. Shiyuba, 999 F.2d 517, 27 USPQRd 1418

(Fed. Cir. 1993). The party nust show that its clains
corresponding to the count are directed to a separate

pat ent abl e i nvention fromeach of its opponent's clains
designated in the notice as corresponding to the count. Hsing

v. Myers, 2 USPQ2d 1861 (Bd. Pat. App. & Int. 1987).
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The test for interference-in-fact is set forth in 37 CFR
8 1.601(n), which provides that an invention "A" is a separate
pat entabl e invention with respect to invention "B" when
invention "A" is new (35 U S.C. § 102) and non-obvi ous (35
US C 8§ 103) in view of invention "B," assum ng invention "B"
is prior art wwth respect to invention "A'" Since the
interference contains two counts, we will address the
respective clains corresponding to each count.

Interference-in-fact as to Count 1

We now turn to the question of whether an interference-
in-fact exists as to count 1, i.e., is Glinberti et al.'s
claim1l new and nonobvi ous over Asanuma et al.'s claim9 or
11, assuming that Asanuma et al.'s clains are prior art with
respect to Galinberti et al.'s claim 1.

Galinberti et al."'s claim1 reads as foll ows:

1. Crystalline copolyners of propylene and 1-butene with
an essentially syndiotactic structure, containing from1l.3 to
10 nole % of 1-butene units, having a nelting point from 110E
to 140EC., a fraction soluble in xylene at 25EC. | ess than 10%
by weight, and a conposition simlar to the mxture of the
nonomers present in the gas phase during preparation of said
pol ymer, wherein the difference between the anount of
conononer present in the gas phase and the anount of conononer
in said conposition is between 13%to 23%less in the
conposition of said copol yner.

-10-
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Asanuma et al.'s clainms 9 and 11 depend from cl ai m 8.
These clains read as foll ows:

8. A syndiotactic propyl ene copolynmer conprising 70 to
99 nole % of propylene and 1 to 30 nole % of an ol efin other
t han propyl ene wherein in the 3C NWR spectrum of said
syndi otacti c propyl ene copol yner, said copolyner exhibits a
ratio of the intensity of a peak at about 20.2 ppmto the sum
of the intensities of the total peaks attributable to nethyl
groups in propylene units at about 19-22 ppmof 0.3 or nore.

9. A syndiotactic propyl ene copol ymer according to C aim
8, wherein said olefin other than propylene is an "-olefin
having 2 or 4 to 25 carbon atons.

11. A syndiotactic propyl ene copol yner according to Cl aim
9, conprising 76 to 99 nol e% of propylene and 1 to 24 nol e% of
but ene wherein in the ¥C NWR spectrum of said syndiotactic
propyl ene copol yner, said copolynmer exhibits a ratio of the
intensity of a peak at about 20.2 ppmto the sum of the
intensities of the total peaks attributable to nethyl groups in
propyl ene units at about 19-22 of 0.5 or nore.

Galinberti et al."s claiml1 is directed to crystalline
syndi otactic copol yners of propylene and 1-butene containing 1.3
to 10 nole % of 1-butene units. Asanuma et al.'s claim1l is
directed to a syndiotactic copolynmer conprising 76 to 99 nole %
of propylene and 1 to 24 nole % of butene. The follow ng table
conpares the syndiotactic propyl ene butene copol yners of the

parties.

Glinmberti's daim1l Asanuma et al.'s claim11l

-11-
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Crystal l i ne® copol yners of
propyl ene and 1-butene with an
essentially syndiotactic
structure

1.3 to 10 nol e% of 1-butene

melting point from 110E to
140EC

a fraction soluble in xylene
| ess than 10% by wei ght

conposition simlar to the

m xture of the nononers present
in the gas phase during the
preparation of said nonomers

A syndi otactic propyl ene
copol ynmer conpri sing propyl ene
and butene

1 to 24 nole % of butene

wherein in the 3C NWR
spectrum of said syndiotactic
propyl ene copol yner,
said copolynmer exhibits a
ratio of the intensity of a
peak at about 20.2 ppmto the
sum of the intensities of
the total peaks attributable
to nmethyl groups in propyl ene
units at about

19-22 of 0.5 or nore.

Assum ng that the copol yner of Asanuma et al.'s claiml1l

is prior art to Galinberti

et al."s claiml1, we agree with the

APJ in charge of this interference that the party Galinberti

> According to paragraph 6 of the declaration of Dr.

Mauri zio Galinberti (GX 1),

"the neasure of xylene solubles is

a rough evaluation of the cristallinity [SIC] of the polyner

[ propyl ene/ 1-butene]. The | ower
fraction, the higher
pol ymer."

is the xylene sol uble

is the cristalline [SIC] degree of the
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et al.'s copolynmer would have been antici pated or rendered
obvi ous by the copol yner of Asanuma et al. Both copol yners
contain identical components (nononers) in overlapping ranges.
It is settled that where the prior art describes a conposition
whi ch reasonably appears to be identical or substantially the
sane as the clained conposition, the subject matter clainmed is

prima facie unpatentable under 35 U S.C. 88 102 and/or 103.

In re Best,

562 F.2d 1252, 1255, 195 USPQ 430, 433-34 (CCPA 1977); In re
Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir

1985) (The patentability of a product does not depend upon its
met hod of manufacture and if the product in a product-by-
process claimis the same as or obvious froma product of the
prior art, the claimis unpatentable even though the prior

product was made by a different process). |In re Spada, 911

F.2d 705, 708, 15 USPQ2d 1655, 1657 (Fed. Cir. 1990)("The
di scovery of a new property or use of a previously known
conposition, even when that property and use are unobvi ous
fromthe prior art, cannot inpart patentability to clainms to
t he known conposition.")

The burden is upon the party Galinberti et al. to

denonstrate that the copolyners of its claim1 are not only

- 13-
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different but patentably distinct fromthe copol yners enbraced
by the party Asanuna et al.'s clains 9 and 11.

In its brief, the party Galinberti et al. argues that
exanple 3 of Asanuma et al.'s application does not contain
sufficient detail concerning the production of a copol yner
Wi thin the scope of Asanuma et al.'s claim1l. The fact that
exanple 3 may not contain sufficient detail to satisfy the
party Galinberti et al. is not considered relevant to the
i ssue of interference-in-fact, since the Asanuma et al.
application disclosure is presuned to conply with the
provisions of 35 U S.C. § 112, first paragraph, with respect
to enabl ement and witten description, especially where the
party Galinberti et al. filed no prelimnary notion for
j udgnment attacking the sufficiency of the application
di scl osure. Moreover, it is well settled that a patent does
not have to be as detailed as a set of production
specifications in order to neet the enabl ement requirenents of

35 US.C 8 112. Trio Process Corp. v. L. Goldstein's Sons,

Inc., 461 F.2d 66, 74, 174 USPQ 129, 134 (3d GCr.) cert.
deni ed, 409 U. S. 997,
175 USPQ 577 (1972). Likew se, the argunents raised by the

party Galinberti et al. concerning the inherency of exanple 3

-14-
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and | ack of other exanples in the Asanuma et al. application
showi ng copol yners having butene units less than 11.8 nole %
are not relevant to the consideration of the question of no
interference-in-fact. As we noted above, the test for no
interference-in-fact is a showng that the party Galinberti et
al."'s claim1l is patentably distinct fromthe party Asanuma et
al."s clains 9

and 11.

The party Galinberti et al. has not alleged any
criticality in the range of 1.3 to 10 nole % for its 1-butene
nmonomer Vvis-a-vis the range of 1 to 24 nole %recited in the
party Asanuma et al.'s claim 1l for its butene nononmer. Nor
has the party Galinberti et al. alleged any criticality inits
copol yner having a fraction soluble in xylene | ess than 10% by
wei ght. Rather, the party Galinberti et al. argues three
di fferences between its claim1l and clains 9 and 11 of the
party Asanunma et al. These differences are (1) the Glinberti
et al.'s copolyners are honbgenous whereas the Asanunma
copolymers are not, (2) the Galinberti et al. copolynmers have
a fraction soluble in xylene |l ess than 10% by wei ght whereas
t he Asanuma copol ynmers do not, and (3) the Galinberti et al.

copolyners are nmade by a different process than the Asanuma

-15-
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copolynmers. These are the only argunents by the party
Galinberti et al. to predicate the separate patentability of
its clainms. These argunments are addressed seriatimbel ow
I

Wth respect to the honbgeneous argunent, we note that
honogeneous is not a limtation recited in the party
Galinberti et al."s claim1. It is settled that a claimis to
be given its broadest reasonable interpretation and that a

[imtation fromspecification is not to be read into the

claim In re Van CGeuns, 988 F.2d 1181, 1184, 26 USPQd 1057,

1059 (Fed. Cir. 1993); Intervet Anerica, Inc. v. Kee-Vet Lab

Inc., 887 F.2d 1050, 1053, 12 USPQ2d 1474, 1476 (Fed. Cr
1989). The reason for the rule is sinply that during patent
prosecuti on when cl ai nrs can be anended, anbiguities should be
recogni zed, scope and breadth of |anguage expl ored, and

clarification inposed. In re Zletz, 893 F.2d 319, 321-22, 13

UsPd 1320, 1322 (Fed. Cir. 1989). The foregoing rul e of

clai mconstruction applies to patent clains which correspond

to the count. Lanont v. Berguer, 7 USPQd 1580, 1582 (Bd.
Pat. App. & Int. 1988). Since Glinberti et al.'s claiml
does not recite that the copolymer is honogeneous, we will not

read the limtation into the claim

-16-
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W note that the Galinberti et al. specification, colum
1, lines 64 to 68, states that by operating the process for
preparing the copol yners, one obtains copolyners with a
honogeneous conononer distribution. However, the degree of
honogeneity is not defined in the specification, nor has the
party Galinberti et al. referred us to any portion of its
record to show the degree of honbgeneity of its copol yners.
Even if we were to read honbgeneous into claiml1l, as requested
by the party Galinberti et al, we would necessarily read the
claimas if the copol yner were 100% honbgeneous. This,
clearly, is not the case since the copolyner, which is
syndi otactic, may have a rrrr pentad content greater than 85%
See colum 1, line 68 to colum 2, line 2. Thus even if we
were to read the honobgeneous limtation into the claim which
we cannot, the copolymer would not appear to be entirely
honogeneous, because of the definition of syndiotactic in the
pat ent specification. Nowhere is the degree of
syndiotacticity correlated with any degree of honpbgeneousness.

|1
Wth respect to the Galinberti et al. copol yners having

a fraction soluble in xylene | ess than 10% by wei ght, we are

not persuaded that the Asanuma et al. copolymers do not

-17-
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possess the requisite solubility. |In support of its position
that the Asanuna et al. copolynmers do not possess the
requisite solubility, the party Galinberti et al. allegedly
replicated exanple 3 of Asanuma et al.'s application and found
that the copol yner produced therein, albeit having a
conposition within the scope of Galinberti's claim possessed
a xylene solubility

of 59%

W agree with the party Asanuma et al. that the party
Galinmberti et al did not fairly replicate the exanple within
t he teachings of the application.

Exanple 3 reads, in part, as follows:

In a 2-liter autoclave, the sane anmount of the

sane catalyst as in Exanple 1 was dissolved in 1

liter of toluene, and propyl ene was pl aced therein

at 30EC until a level of 5 kg/cntG had been reached.

After-ward, 45 g of butene-1 was injected thereinto

at the sanme tenperature, and polynerization reaction

was carried out at 30EC for 2 hours, while propyl ene

was added thereto so that the polynerization

pressure mght always be 5 kg/cntG  After the

unpol ynmeri zed nononers had been purged, the

aut ocl ave was opened, and the contents thereof were

filtered, washed with toluene (1 liter, 5 tinmes)

and dried in the sane manner as in Exanple 1,

t hereby obtaining 64.3 g of a powdery copol yner.

The exanple states that the catal yst was dissolved in 1

l[iter of toluene, and propyl ene was placed therein and

"[a]fterward, 45 g of butene-1 was injected thereto.

- 18-
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(Enmphasi s added). W agree with the party Asanuma et al. that
i njecting neans addi ng the butene as quickly as possible to
the reaction mxture. The party Glinberti et al. did not add
butene-1 as quickly as possible but rather added the butene-1
over a period of 20 mnutes. W are persuaded that the party
Asanuma et al.'s interpretation of injecting is a reasonable
one, especially since Dr. Galinberti testified at GR 35 and 36
that in the exanples of his patent nethanol was injected into
the reaction mxture to stop the reaction and that the term
injected in the context of his patent neans to inject nethanol
as a liquid in the shortest possible tine.

Moreover, we note that party Asanuma et al.'s claim1l
positively recites a particular range for its *C NVMR spectrum
The Asanuma et al. application teaches at page 7, lines 17 to
20 and 29, that if the produced copol yner does not neet the
requi renments for 3#*C-NVMR spectrum the copolynmer nmust be washed
with a solvent, such as xylene. The evidence of the party
Galinberti et al. does not address this [imtation, i.e., show
t hat any copol yner which does not neet the requirenents of
BC-NWR spectrum but which neets those requirenents after
washi ng, would not have a xylene solubility |less than 10%

-19-
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W do not agree with the party Galinberti et al. that its
cl ai mred copol yners are made by a different process than the
party Asanunma et al.'s polyners for the reasons set forth in
our discussion with respect to count 2, infra.

For the foregoing reasons, we hold that the party
Galinmberti et al. has not sustained its burden of proof with
respect to count 1.

Interference-in-fact as to Count 2

We now turn to the question of whether an interference-
in-fact exists as to count 2, i.e., is Glinberti et al.'s
claim 2 new and nonobvi ous over Asanuma et al.'s claim 16,
assum ng that Asanuma et al.'s claim16 is prior art with
respect to Galinberti et al.'s claim 2.

Galinberti et al."s claim?2 reads as foll ows:

2. A process for the preparation of the copol yners of
claim1 conprising the polynerization of gaseous m xtures of
propyl ene and 1-butene with catal ysts obtained from i sopropyl
(cycl opent adi enyl - 1-fl uorenyl ) haf ni num or zirconi um
di chl ori de and pol ynet hyl al um noxane cyclic or |inear
conpounds of the fornula

(Al'o)n
CH,
where n is a nunber from2 to 25 and
CH( ALO) ,AL(CH,) ,
CH,
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wherein n is a nunber from1 to 25, operating under conditions
where the 1-butene nolar content present in the gas m xture
being continuously fed is froml1l.5 to 10% and the

pol ymeri zation is conducted in the liquid phase, at a
tenperature of from-30E to 70EC.

Asanuma et al.'s claim 16 reads as foll ows:

16. A process for the preparation of the copol yners of
claim 11l conprising the polynerization of propyl ene and butene
wi th catal ysts obtained fromisopropyl (cyclopentadienyl-1-
fluorenyl) hafniumdichloride or isopropyl (cyclopentadienyl-
1-fluorenyl) zirconiumdichloride and pol ynet hyl al um noxane
cyclic or linear conpounds of the formula

. CH,
CHz)(*Al)O) AL
CH, ‘ CH,
or
s
cH

-21-
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where n is at |least 5, operating under conditions where the
ratio of butene to the total constitutional nonomer units of
the copolyner is from1l to 24 nole % and the pol ynerization
is conducted in the liquid phase, at a tenperature of from -
100EC to 100EC.

Galinberti et al."'s claim?2 is directed to a process for
t he preparation of copolynmers of propyl ene and 1-butene
conprising the polynerization of gaseous m xtures of propyl ene
and 1-butene with a hafniumor zirconiumdichloride catalyst
wherein the 1-butene nolar content in the gas m xture being
continuously fed is from1l.5 to 10% and the polynerization is
conducted in the liquid phase at a tenperature of from-30E to
70EC.

Asanuma et al.'s claim16 is directed to a process for
t he preparation of copolymers of propyl ene and butene
conprising the polynerization of propylene and 1-butene with
t he sane hafniumor zirconiumdichloride catalyst as cl ai ned
by Galinberti et al. wherein the ratio of butene to the total
constitutional nononmer units of the copolymer is 1 to 24 nole
% and the pol ynerization is conducted in the |iquid phase at a
tenperature of from-100E to 100EC

On page 15 of its main brief, the party Galinberti et al

st ates:
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As regards Count 2, one skilled in the art
readi ng Asanuma claim 16 would | ook to Exanple 3 for
gui dance in preparing propyl ene/1-butene copol yners
having a | ow nol e percent butene. But Exanple 3 is
not "specific.” It omts many necessary details
that one skilled [in the] art would need to know in
order to truly and reproducibly repeat it. Because
of these om ssions, one skilled in the art would
have to nmake a nunber of reasonable assunptions in
order to even try to "repeat" the exanple. Dr.
Gal i nberti made reasonabl e assunptions, and the
copol ymer he obtained showed a xyl ene solubility of
59% (Galinberti patent claim1l requires a xylene
solubility of less than 10%)

On pages 31 and 32 of its main brief, the party
Gal i nberti

et al. states:

As previously denonstrated, the Asanunma appli -
cation does not establish that it "possessed" the
Gal i mberti copolyners. The sane is true as regards
the Galinberti process as set out in Glinberti
patent claim2. Asanuna has adnmitted the processes
are different. [CGtation omtted.] Interestingly,
Asanuma nmade no attenpt to oppose Galinberti's EPO
counterpart patent (GR 147.)

The Asanuma application process does not provide

a continuous feed of a gaseous m xture of reactants,
as called for in Galinberti claim2. [Ctation
omtted.] The Asanuma process does not maintain the
conposition of a gaseous m xture of reactants at a
constant ratio, as called for in Galinberti claim2.
[Citation omtted.] There is no possibility that a
constant ratio could be achieved by Asanuma because
its exanples disclose the feeding of conmononer only
at the state of the reaction. [Citation omtted.]

The process allegedly adopted in the Asanuma

repeats of application Exanple 3 is intricate,
conpl ex, and nost significantly, is in no way
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di scl osed or suggested by Exanple 3 as witten.
Unl ess a person skilled in the art set out with a
preconcei ved agenda--to sei ze upon what ever
procedure was necessary to obtain a copol yner
falling within the Galinberti patent clains--that
person woul d never repeat Asanuma application
Exanple 3 in the particular manner and techni que
that Dr. Asanuma testified was adopted. There is
nothing in the exanple that describes that
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particul ar manner and techni que.
in Exanple 3 is not specific and

process as set out

The Asanuma

hence i s unrepeatabl e and unreproduci bl e--too many

essenti al

details are m ssing.

The specific process

actual ly adopted by Asanuna for the "repeats" of
Exanple 3 is utterly unsupported by the text of that

Exanpl e. Thus,

as set out in Galinberti

t he Asanuma application altogether
fails to disclose or suggest the Glinberti
patent claim 2.

Pprocess

The followi ng table conpares the processes of the

parties.

Galinberti et al.'"s Caim?2
A process for the preparation
preparation

of the copolyners of claim1l
conpri sing

pol ynmeri zati on of gaseous
m xture of propyl ene and
1- but ene

wi th catal ysts obtained from
i sopropyl (cycl opentadienyl-1
1

fl uorenyl) hafnium or

zi rconi um di chl ori de

where the 1-butene nol ar
content in the gas m xture
bei ng continuously fed is
from1l.5 to 10%

the polynerization is
conducted in the liquid phase
phase

at a tenperature from-30E to
to
70EC.

- 25-

Asanuma et al.'s claim 16
A process for the

of the copolyners of claim1l
conpri sing

pol yneri zati on of

propyl ene and but ene

wi th catal ysts obtained from
i sopropyl (cycl opent adi enyl -

fl uorenyl) hafnium or
zi rconi um di chl ori de

the polynerization is
conducted in the liquid

at a tenperature from -100E

100EC.
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It is evident fromthe table that both processes produce

copol ynmers having identical conponents (nonomers) in over-

| appi ng ranges; both use the sane catal yst; both conduct the
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pol ynmeri zation in the liquid phase; and both conduct the
pol ynmeri zation in overl appi ng tenperature ranges.

Asanuma et al.'s claim 16 differs in two respects from
Galinberti et al."s claim2. Caim16 does not recite whether
the reactants are either gaseous or liquid. Consequently,
claim 16 enbraces both gaseous and liquid reactants. Caim 16
does not recite continuously feeding the reactants, but rather
recites polynerizing the reactants. Consequently, claim 16
enbraces both batch and continuous processes.

The burden is upon the party Galinberti et al. to show
that the process of its claim2 is patentably distinct from
that of Asanuma et al.'s claim16. 1In our view, the party
Galinberti et al. has not sustained its burden, because the
party Galinberti et al. has not shown that the differences
woul d render its claim2 patentably distinct from Asanuma et
al.'s claiml16.

To the extent that the party Galinberti urges that its
process mai ntains the gaseous m xture at a constant ratio, the
argunent fails because constant ratio is not a limtation
recited in claim2. Caim2 nerely recites a range for the 1-
but ene content in the gas mxture. In no way would this range

constitute a constant ratio.
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To the extent that the party Galinberti et al. argues the
| ack of detail in Exanple 3 of Asanuma et al.'s specification,
the argunent is not considered relevant, since the Asanuna et
al. application disclosure is presuned to conply with the
provisions of 35 U S.C. § 112, first paragraph, with respect
to enabl ement and witten description, especially where the
party Galinberti et al. filed no prelimnary notion attacking
the sufficiency of the disclosure. As we noted above, it is
settled that a patent does not have to be as detailed as a set
of production specifications to neet the enabl enent

requirenents of 35 U S.C. § 112. Trio Process Corp. v. L.

ol dstein's Sons, Inc., 461 F.2d at 74, 174 USPQ at 134.

For the foregoing reasons, we hold that the party
Galinberti et al. has not sustained its burden to show that an
interference-in-fact does not exist.

WRI TTEN DESCRI PTI ON

Since we have held that an interference-in-fact exists,
it is not necessary for us to determ ne whether the party
Galinberti et al.'s specification contains a witten
description for the limtation "the difference between the
anount of conononer present in the gas phase and the anount of

conononer in said conposition is between 13%to 23%less in
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t he conposition of said copolyner” which is recited in clains
1 and 2. Since these clains are not patentable to the party
Galinberti et al. since it lost the priority contest, the
question of the patentability of these clains under 35 U S. C
§ 112, first paragraph, is noot. However, for the sake of
conpl eteness, we will review the matter.

The range between 13%to 23% recited in claim1, and

dependent claim2, is not described haec verba in the

Galinberti et al. specification. It is not disputed by the
party Asanuma et al. that the party Galinberti et al.'s
repeats of its exanples 1 and 2, respectively, showed two
points, 13.33% and 23.33% The party Galinberti et al.
rounded these two points to 13% and 23% and added t he
[imtation in question as a range "between 13 to 23% to its
claim 1.

W agree with the party Asanuma et al. that the
Galinberti et al. patent specification does not contain a
witten description for the range "between 13 to 23%" The
recited range does not include the endpoints, 13% and 23%
because the term "between" neans that the val ues nust be

internediate to the endpoints.
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For the foregoing reasons, we hold that the party

Galinberti et al.'s specification does not contain a witten

description for its clainms 1 and 2.
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JUDGVENT

Judgnment with respect to the subject matter of the count
in issue is hereby awarded to Tadashi Asanuma, Tetsunosuke
Shi onmura, Nobutaka Uchi kawa, Tateyo Sasaki, Gsanu Uchi da,
Tut omu | wat ani
Shigeru Kinura and Takeo | noue, the senior party.
Accordingly, on the present record, Galinberti et al. are not
entitled to a patent containing clains 1 and 2, and Asanuna et

al. are entitled to a patent containing clains 9, 11 and 16.

RONALD H SM TH
Adm ni strative Patent Judge

SN N N N N N N

M CHAEL SOFOCLEQUS ) BOARD OF
PATENT Adm ni strative Patent Judge )
APPEALS AND
| NTERFERENCES

ADRI ENE LEPI ANE HANLON
Adm ni strative Patent Judge

)
)
)
)
)
)
)
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Attorneys for Galinberti et al.:

Maurice B. Stiefel et al.
Bryan Cave

245 Park Ave., 40th Fl oor
New York, NY 10167-0034

Attorneys for Asanuma et al.:
Robert G Mikai
Bur ns, Doane, Swecker & Mathis

P. O Box 1404
Al exandria, VA 22313-1404
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